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Introduction

The growing economy in India has driven a huge surge in intellectual property .lings over 
the past .ve yearsf[1] The trademarks regime in India has undergone several changes over 
the years in order to simpli’y procedure and provide greater certainty ’or the en’orcement 
o’ trademark rightsf Indiabs trademark regime is governed primarily ,y the Trade Marks Act1 
9((( )TM ActR and the Trade Marks 2ules1 079U )TM 2ulesRf –nder the legal ’ramework1 a 
wide range o’ marks ” including words1 devices1 sym,ols1 numerals1 shapes1 colours1 and 
even sound and motion marks ” are eligi,le ’or protection1 provided that they are distinctive 
and capa,le o’ graphical representationf Although the Indian trademark system adopts a 
-.rstOtoOuse- principle in determining trademark ownership1 statutory registration grants 
stronger rights1 and is advisa,le ’or greater certainty and ease o’ en’orcementf The Trade 
Marks 2egistry1 operating under the GPce o’ the Controller Deneral o’ 4atents1 6esigns and 
Trade Marks1 is the authority ’or receiving1 processing1 scrutinising and granting trademark 
registrations in Indiaf

Year in review

The TM Act1 in the past year1 has undergone several amendments that came into ’orce 
on 9 August 0708f Section 975 o’ the TM Act1 which provided ’or penalties in relation 
to the removal o’ goods with improper markings1 has ,een omittedf Similarly1 Sections 
97% and 97( o’ the TM Act1 which provided penalties ’or improperly descri,ing a place 
o’ ,usiness as connected with the Trade Marks 2egistry and ’or ’alsi.cation o’ entries in 
the Trade Marks 2egister1 respectively1 have ,een removed altogetherf Section 97U o’ the 
TM Act1 which provided the penalty ’or ’alsely representing a trademark as registered1 has 
,een decriminalised ,y removing the punishment o’ imprisonment and replacing it with 
a monetary penalty o’ 7fqj o’ the total sales or turnover in ,usiness or gross receipts in 
the pro’ession1 as computed in the audited accounts o’ the in’ringer1 or a sum eFual to 
q771777 rupees1 whichever is lessf

A recent amendment to the TM Act is the introduction o’ adBudicating oPcers and an 
Appellate Authority who may ,e authorised ,y the Trade Marks 2egistrar to inFuire into 
and impose penalties under the provisions o’ the TM Actf Hor this purpose1 the TM Act 
now includes sections 990A and 990/f Any person aggrieved ,y an order passed ,y the 
adBudicating oPcer may pre’er an appeal to the Appellate Authority within 57 daysf To 
ensure timely adBudication o’ such appeals1 a statutory mandate to dispose o’ the appeal 
within 57 days has also ,een incorporatedf Hurthermore1 to ensure compliance with the 
orders passed ,y these authorities1 any ’ailure to comply with an order within (7 days 
attracts a .ne o’ 9771777 rupees or imprisonment ’or up to one year1 or ,othf

Complementing the a,ove amendments1 the Trade Marks )xolding InFuiry and AppealsR 
2ules1 0708 were also ,rought into ’orce on 95 August 0708f These rules provide ’or 
the method o’ .ling a complaint electronically to the adBudicating oPcer regarding any 
violation under section 97U o’ the TM Act and the connected adBudication proceduref

Indian courts have also played a crucial role in shaping trademark laws1 particularly 
regarding wellOknown trademarks and recti.cation'cancellation petitionsf These Budicial 
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rulings have not only clari.ed e“isting legal principles ,ut also set new precedents1 
addressing comple“ issues arising ’rom digital commercef The Budiciary$s proactive 
approach re3ects India$s growing commitment to strengthening its intellectual property 
ecosystem1 aligning it more closely with glo,al ,est practices while addressing uniFue 
domestic challengesf The period ’rom 0708 to 070q has witnessed several Budgments 
relating to trademark law where1  nota,ly1  the Indian courts have strengthened the 
Lsa’eOdistance rule-1 laid emphasis on heightened scrutiny ’or deceptive similarity o’ 
trademarks used in relation to sensitive sectors such as pharmaceuticals and ’ood1 
and clari.ed the lia,ility o’ online plat’orms in trademark in’ringementf Courts have 
also awarded su,stantial damages to plainti’’s in cases o’ trademark in’ringement1 
with nota,le instances including the 6elhi xigh Court Budgment o’ He,ruary 070q in 
Lifestyle Equities CV v Amazon Technologies, Inc,[2] awarding appro“imately –SNV% million1 
and the Budgment o’ March 070q in Johnson & Johnson v Pritamdas Arora1[3] awarding 
appro“imately –SN8771777f These .nancial penalties are su,stantial1 and indicate a 
deli,erate attempt ,y the Budiciary to move ,eyond solely inBunctive relie’f This approach 
aims to ensure compliance1 prevent recidivism and ’oster greater respect ’or intellectual 
property rights within Indiaf Such developments signal to ,oth domestic and international 
,rand owners that India$s intellectual property en’orcement methods are maturing and 
,ecoming more relia,le1 which can encourage ’urther investment in the countryf

Legal framework

Eegislation

India is a signatory to key international treaties such as the 4aris Convention ’or the 
4rotection o’ Industrial 4roperty1 the Agreement on TradeO2elated Aspects o’ Intellectual 
4roperty 2ights1 the Kice Agreement concerning the International Classi.cation o’ Doods 
and Services ’or the 4urposes o’ the 2egistration o’ Marks1 the Wienna Agreement 
:sta,lishing an International Classi.cation o’ the Higurative :lements o’ Marks and the 
Madrid 4rotocolf Gver the years1 Indian trademark laws have undergone several changes 
to align with these international commitments in order to conseFuently ensure a level o’ 
harmonisation with laws and practices in other maBor Burisdictionsf

Authorities

The Indian trademark regime involves statutory authorities1 tri,unals and courtsf The 
principal authority is the Trade Marks 2egistry1 which ’unctions through .ve ,ranches 
located in Mum,ai1 6elhi1 •olkata1 Chennai and Ahmeda,adf The Trade Marks 2egistry 
is responsi,le ’or receiving1 e“amining and processing trade mark applications1 including 
those designated under the Madrid 4rotocolf The 2egistry also conducts hearings ’or 
prosecution1 opposition and recti.cation'cancellation proceedings1 as reFuiredf

;hile the TM Act originally provided ’or the Intellectual 4roperty Appellate /oard )I4A/R to 
hear appeals ’rom decisions o’ the Trade Marks 2egistry1 the same was a,olished ,y the 
Tri,unals 2e’orms Act1 0709 with e’’ect ’rom 8 April 0709f All such appeals now lie with the 
respective high courts o’ the countryf Several high courts1 including those o’ 6elhi1 Madras1 
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Calcutta and ximachal 4radesh have created specialised ,enches or divisions known as 
Lintellectual property divisions- to adBudicate these appealsf The Supreme Court o’ India 
remains the ape“ Budicial authority ’or resolving signi.cant Fuestions o’ law in trademark 
matters1 which may ,e taken up ,y way o’ appealsf

Gther government authorities ’urther supplement the trademark regime in India1 includingz

" the Ministry o’ Corporate A’’airs is responsi,le ’or the recti.cation o’ in’ringing 
company names under section 95 o’ the Companies Act1 079VJ

" the Kational Internet :“change o’ India processes disputes under the fIK 6omain 
Kame 6ispute 2esolution 4olicyJ and

" the Commissioner o’ Customs may seiXe in’ringing imported productsf

Su,stantive law

/roadly1 the TM Act de.nes a Lmark- under section 0 )mR as a Ldevice1 ,rand1 heading1 la,el1 
ticket1 name1 signature1 word1 letter1 numeral1 shape o’ goods1 packaging or com,ination 
o’ colours or any com,ination thereo’-f Hor a mark to Fuali’y as a trademark ’or protection 
under the TM Act1 it needs to meet three ,road reFuirements1 which are set out under 
section 0)9R)X,R o’ the TM Actf The .rst is that the mark must ,e capa,le o’ graphical 
representationf Second1 the mark must not ,e devoid o’ distinctiveness and should ,e 
capa,le o’ distinguishing the goods or services1 or ,oth1 o’ one proprietor ’rom anotherf 
East1 the mark must ,e used or proposed to ,e used on goods or services1 or ,oth1 to 
indicate a connection in the course o’ trade ,etween the goods or services1 or ,oth1 and 
the proprietorf

Section ( o’ the TM Act provides ’or a,solute ,ars to registration o’ a trademark 
in India that e“plicitly e“cludes marks that are descriptive in relation to kind1 Fuality1 
Fuantity1 intended purpose1 values1 geographical origin or the time o’ production or other 
characteristics o’ the goods or servicesf Hurthermore1 a mark would ,e unregistra,le i’ 
it is likely to deceive the pu,lic or cause con’usion1 comprises matters likely to hurt the 
religious suscepti,ilities o’ any class or section in India1 comprises scandalous or o,scene 
matters1 or i’ it is a mark that is prohi,ited ’rom ,eing used under the :m,lems and Kames 
)4revention o’ Improper –seR Act1 9(q7f

India also recognises the concept o’ a LwellOknown trade mark-f A wellOknown trade mark1 
as de.ned under section 0)9R)XgR o’ the TM Act1 is a mark that is widely recognised ,y 
a su,stantial segment o’ the pu,lic who uses the relevant goods or servicesf The pu,lic 
must recognise the mark to such an e“tent that its use in relation to other goods or services 
would likely ,e understood as indicating a connection in the course o’ trade or rendering 
o’ services with the person who uses the mark ’or the original goods or servicesf /oth 
the Trade Marks 2egistry and the courts in India can declare a mark as wellOknown ,ased 
on cogent evidencef These marks transcend protection ,eyond the goods or services1 or 
,oth1 in relation to which they are used1 as a result o’ the instant consumer connection o’ 
such a mark with a particular proprietorf The relevant ’actors to ascertain whether a mark 
is wellOknown includez

" knowledge o’ the mark among the relevant mem,ers o’ the pu,licJ

" the duration1 e“tent and territories in which the mark is usedJ

Trademarks | India Explore on Lexology

https://www.lexology.com/indepth/trademarks/india?utm_source=TLR&utm_medium=pdf&utm_campaign=Trademarks+-+Edition+10


 RETURN TO SUMMARY

" duration and geographical e“tent o’ trademark applications and registrations 
secured ’or the mark re3ecting its use and recognitionJ and

" prior success’ul en’orcement o’ rights in the mark against third partiesf

A list o’ marks recognised as wellOknown is maintained ,y the Trade Marks 2egistry on its 
online portalf[4] The ’act that a mark is wellOknown is also a relevant consideration ’or the 
courts in deciding matters o’ trademark in’ringement and passing o’’f

Registration of marks

The Trade Marks 2egistry in India through its ,ranches accepts applications ’or trademark 
registration in Indiaf The trademark application process in India was simpli.ed and 
revamped ,y the Trade Marks )AmendmentR Act1 0797f As discussed a,ove1 the mark 
needs to ,e capa,le o’ graphical representation1 and the goods or services on which the 
mark is used or proposed to ,e used are reFuired to ,e speci.ed and classi.ed as per the 
Kice Classi.cationf I’ the mark is in a language other than xindi or :nglish1 a translation o’ 
the mark in :nglish as well as transliteration o’ the mark must ,e providedf The application 
is also reFuired to ,e .led along with a statement o’ use or intention to use1 as appropriatef 
I’ the use claimed is prior to the .ling o’ the application1 a user aPdavit is to ,e .led ,y 
the applicant deposing to the date o’ .rst use o’ the goods or services speci.ed1 along 
with supporting documentary evidencef Such documents may ,e in the nature o’ invoices1 
promotional materials and other documents e“hi,iting commercial use o’ the trademark 
applied ’orf

Gnce the application is .led1 it is scrutinised ,y the Trade Marks 2egistry to check whether 
the mark is a,solutely prohi,ited ’rom registration as per section ( o’ the TM Act1 as well as 
on the relative grounds under section 99 o’ the TM Actf G,Bections1 i’ any1 are issued ,y the 
2egistrar o’ Trade Marks through an e“amination report1 which is ordinarily issued within 
one to three monthsf Gnce the report is issued1 the applicant is called upon to .le its reply 
to the e“amination report within one monthf In the event that the 2egistrar is not satis.ed 
with the reply1 a show cause hearing may ,e scheduled ,y the 2egistrarf I’ the applicant 
overcomes the o,Bections1 the mark is advertised in the oPcial trademarks Bournal to invite 
thirdOparty oppositionsf I’ the mark is unopposed or i’ the opposition is decided in the 
applicantbs ’avour1 the mark then proceeds to registration and a registration certi.cate is 
issued ,y the 2egistry electronicallyf The registration o’ the mark dates ,ack to the .ling 
date o’ the applicationf The term o’ trademark registration in India is 97 years and the 
same may ,e renewed ad inpnitum on payment o’ the reFuisite government ’ees1 which is 
currently (1777 rupees per class1 a’ter every 97 yearsf In case the mark is not renewed1 it 
may ,e removed ’rom the 2egister o’ Trade Marksf xowever1 the 2egistry issues a notice 
as per Horm GOV'2DOV to the registrant one to three months prior to the date o’ e“piry o’ 
the registrationf Courts in India have held that the issuance o’ such notice is mandatory1 
and that the registration may ,e restored in cases o’ nonOcompliancef[5]

The TM Act also provides ’or a grace period to renew the registration1 su,Bect to payment 
o’ the renewal ’ee along with a surchargef I’ the renewal is not .led within this grace period1 
which is one year in total ’rom the date o’ e“piry1 the applicant would not ,e a,le to restore 
the markf
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Inherent registra,ility

As stated a,ove1 section ( o’ the TM Act prevents registration o’ marks that lack 
distinctivenessf Section ()9R)aR o’ the TM Act ,ars registration o’ a mark that lacks 
distinctive character and is not capa,le o’ identi’ying the source or origin o’ goods or 
services o’ one proprietor with those o’ anotherf Section ()9R),R o’ the TM Act prohi,its 
the registration o’ marks that e“clusively descri,e the kind1 Fuality1 Fuantity1 intended 
purpose1 values1 geographical origin or time o’ the production o’ goods or servicesf Section 
()9R)cR o’ the TM Act prevents monopolising customary words in trade and ,usinessf 
Thus1 descriptive1 generic1 customary and common terms are .rima facie unregistra,lef 
G’ course1 the applicant may demonstrate to the 2egistrar that the mark has acFuired 
distinctiveness through use1 consumer association and market recognition prior to making 
the application1 and the TM Act e“plicitly recognises this in the proviso to section ()9Rf

4rior rights

Section 99 o’ the TM Act lays down the relative grounds o’ re’usal o’ a trade markf 
This provision seeks to protect the reputation o’ prior and esta,lished trademarks and 
prevents new trademarks ’rom wrong’ully usurping such a reputationf ;hen a mark is 
identical or similar to an earlier trademark and used ’or identical or similar goods1 it would 
,e considered a relative ground ’or re’usal o’ registrationf xowever1 the new registration 
would ,e re’used only i’ there e“ists a likelihood o’ con’usion in the pu,lic1 which includes 
a likelihood o’ association with the prior trademarkf Eikelihood o’ con’usion typically 
depends on the similarity o’ the marks as a whole1 the nature o’ the goods and the class 
o’ purchasers who may purchase these goodsf

Section 99)0R o’ the TM Act protects marks that are wellOknown trademarks within Indiaf 
A new mark that is identical or similar to the earlier wellOknown mark1 even i’ proposed 
to ,e registered in respect o’ dissimilar goods or services1 shall not ,e registered i’ 
the use o’ the later mark would take un’air advantage o’ the mark or ,e detrimental to 
the distinctive character or repute o’ the earlier trademarkf Section 99)VR o’ the TM Act 
prohi,its registration o’ a trademark whose use in India is lia,le to ,e prevented ,y any law 
and in particular the law o’ passing o’’1 or ,y virtue o’ the law o’ copyrightf In e’’ect1 section 
99)VR o’ the TM Act prevents misuse o’ unregistered earlier trademarks1 and prevents 
registration o’ marks that in’ringe copyrightf

G,Bections under section 99)VR may ,e re’uted ,y amending the trademark application to 
remove con3icting goods or servicesf Consent ’rom the owner o’ the earlier trademark1 as 
provided under section 99 )8R o’ the TM Act1 can also assist in re’uting an o,Bection under 
this sectionf

Inter partes )oppositionR proceedings

Any person o,Becting to a mark pu,lished in the trademarks Bournal may .le an opposition 
within the nonOe“tenda,le statutory deadline o’ ’our months ’rom the date o’ the 
pu,licationf Therea’ter1 the applicant is called upon to .le a counterstatement to the 
opposition within the nonOe“tenda,le statutory deadline o’ two months ’rom the date 
o’ service o’ the notice o’ opposition ,y the Trade Marks 2egistryf In the event that the 
counterstatement is not .led1 the application ’or the mark shall ,e deemed to have ,een 
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a,andoned ,y the applicantf xowever1 i’ the applicant .les their counterstatement1 the 
opponent is then called upon to lead evidence on aPdavit in support o’ the opposition 
within two months o’ service o’ the counterstatement ,y the Trade Marks 2egistryf The 
aPdavit typically aPrms the contents o’ the notice o’ opposition with cogent documentary 
evidence and counters the contentions made in the counterstatementf Gnce the evidence 
aPdavit in support o’ the opposition is served upon the applicant1 they have two months 
to .le the evidence aPdavit in support o’ the application1 which similarly re,uts the 
grounds made in the notice o’ opposition with supporting documentary evidencef A’ter 
the pleadings are complete1 a hearing is scheduled where ,oth parties present their cases 
,e’ore a hearing oPcerf The Trade Marks 2egistrar then decides ),y passing an orderR 
whether to accept or re’use the application ’or registration o’ the trademarkf

The statutory deadline should ,e strictly adhered to when .ling the evidence aPdavits1 as 
a ,elated .ling will lead to the application or opposition ,eing deemed as a,andonedf This 
has also ,een clari.ed in a recent ruling o’ the 6elhi xigh Court[6] where it was held that 
the time period ’or .ling evidence under the TM 2ules is mandatory in nature and that the 
Trade Marks 2egistrar does not have discretionary power to e“tend the time periodsf In 
the event that the parties do not wish to .le their evidence1 they also have the option o’ 
intimating the 2egistrar o’ their desire to not adduce any evidence ,ut instead rely on the 
’acts stated in their respective pleadings within the same time period o’ two months1 as 
prescri,ed under the TM 2ules

2emoval and cancellation proceedings

The TM Act also provides ’or the removal and cancellation o’ a registered trademark on 
the grounds o’ nonOuse or on ,road grounds such as wrong’ul registration and ’ailure to 
o,serve a conditionb A recti.cation'cancellation petition o’ this nature may ,e .led ,e’ore 
the ,ranch o’ the Trade Marks 2egistry where the mark was registered or ,e’ore a relevant 
high court having Burisdictionf

Section 8U o’ the TM Act speci.cally addresses the removal o’ trademarks ’rom the 
register on grounds o’ nonOusef The two primary grounds ’or the removal o’ a mark under 
this section are .rst1 when the mark has ,een registered ,y the proprietor without any Dona 
pde intention to use the mark1 and when there has ,een no Dona pde use o’ the mark in 
respect o’ the goods or services applied ’or thereo’ up to three months ,e’ore the date 
the petition ’or recti.cation'cancellation is .ledf Second1 the mark is lia,le to ,e removed 
when there has ,een no Dona pdeuse o’ the mark ’or which the goods or services have 
,een applied1 ’or a continuous period o’ .ve years ’rom the date o’ registration o’ the mark1 
up to three months ,e’ore .ling o’ the recti.cation petitionf In e’’ect1 the Act provides a 
Dona pde proprietor .ve years to commence actual use o’ the mark in the market1 ’ailing 
which it is presumed that the mark had ,een registered without any intention to use it at 
allf xowever1 the TM Act also provides protection to a trademark ’rom removal i’ the owner 
o’ the mark can show that nonOuse o’ the mark was due to special circumstances in the 
trade1 including restrictions on the use o’ the trademark in India imposed ,y any law or 
regulationf Gnly an @aggrieved person@ may .le the recti.cation petition and courts in India 
have held that to constitute an aggrieved person1 the petitioner must demonstrate how the 
continuance o’ the mark on the register causes a harm or inBury to it or its ,usinessf

Section qU o’ the TM Act provides ’or several grounds ’or recti.cation1 including a 
contravention or ’ailure to o,serve registration conditions ,y the registered proprietor1 an 
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a,sence or omission o’ reFuired entries )eg1 disclaimers1 limitations1 conditionsR on the 
2egister o’ Trade Marks1 where it is demonstrated that the registration has ,een o,tained 
through misrepresentation or without suPcient legal ,asisf Gnly a person aggrieved may 
.le such a recti.cation petition1 and the petition must clearly state the nature o’ the 
petitionerbs interest1 the ’acts upon which it ,ases its case and the relie’ that it seeksf

The  dissolution  o’  the  I4A/  in  0709  has  created  Burisdictional  comple“ities  ’or 
recti.cation'cancellation  proceedingsf  ;hile  the  6elhi  xigh  Court  in Rr  Feddys 
LaDoratories Ltd v Hast Cure Pharma[7] held that a recti.cation petition may ,e .led not only 
with a high court that has territorial Burisdiction over the relevant Trade Marks 2egistry1 ,ut 
also at a high court that has Burisdiction o’ any place where the @dynamic e’’ect@ o’ the 
registration is ’elt1 this issue o’ Burisdiction has ,een re’erred to a larger ,ench o’ the 6elhi 
xigh Court in the case o’ The Kershey Com.any v Rili. Bumar Yacha[8] and is currently 
pending adBudicationf

Appeals

–nder section (9 o’ the TM Act1 any person aggrieved ,y an order o’ the 2egistrar o’ Trade 
Marks1 including trademark re’usal1 opposition and recti.cation1 may appeal to a high court 
that has territorial Burisdiction over the relevant Trade Marks 2egistry1 within three months 
o’ the impugned orderf Appeals ’rom recti.cation petitions .led ,e’ore a high court can ,e 
pursued ,e’ore the appellate division o’ the relevant high courtf

An applicant may alternatively .le a petition ,e’ore the 2egistrar o’ Trade Marks to review 
its own decision within one month o’ the date o’ passing o’ the decision1 which may ,e 
e“tended ’or another month at the discretion o’ the 2egistrar o’ Trade Marksf

Civil litigation

Horums and Burisdiction

The TM Act stipulates that lawsuits ’or trademark in’ringement or passing o’’ are to ,e 
instituted in the district court within the local limits o’ whose Burisdiction1 at the time o’ 
the institution o’ the suit1 the person instituting the suit1 actually and voluntarily resides or 
carries on ,usiness or personally works ’or gainf

The Commercial Courts Act1 079q revamped the process o’ commercial civil litigation 
in India1 wherein lawsuits arising ’rom disputes pertaining to intellectual property rights1 
including trademarks1 o’ a speci.ed value o’ 2upees Three Eakhs Gnly )appro“imately 
NV1077R or more has ,een Fuali.ed as commercial disputes and are to ,e heard e“clusively 
,y the commercial courts esta,lished under the Commercial Courts Act1 079qf The 
Commercial Courts Act1 079q has introduced specialised commercial courts1 mandatory 
preOlitigation mediation and streamlined procedures1 signi.cantly enhancing the ePciency 
o’ trademark dispute resolutionf –nder the Commercial Courts Act1 079q1 a lawsuit ’or 
trademark in’ringement1 passing o’’ and other ancillary relie’s may also ,e .led with the 
commercial division o’ a high court1 provided that the same ’alls within the territorial and 
pecuniary Burisdiction o’ that high courtf Hor e“ample1 in 6elhi1 the minimum pecuniary 
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threshold ’or invoking the Burisdiction o’ the 6elhi xigh Court is 2upees Two Crore 
)appro“imately N0V71777Rf

Qurisdiction to try a trademark dispute may also lie with a civil court where the de’endant 
ordinarily resides1 carries on ,usiness or works ’or pro.t1 or where the cause o’ action 
wholly or in part arises1 as per section 07 o’ the Code o’ Civil 4rocedure1 9(7%f This is 
especially use’ul in cases where the de’endant o’’ers ’or sale1 advertises or promotes the 
in’ringing goods or services onlinef xowever1 courts in India have clari.ed that1 in such 
cases1 relying on the de’endantbs online presence in a particular territory1 reFuires not only 
that the de’endantbs interactive we,site is accessi,le in the territory where the lawsuit is 
instituted1 ,ut it should also ,e ideally shown that the de’endant target customers within 
that territory

4reOinstitution mediation

The Commercial Courts Act1 079q provides ’or mandatory preOinstitution mediation 
in commercial disputes and thus also applies to trade mark litigationf 4reOinstitution 
mediation is carried out according to the Commercial Courts )4reOInstitution Mediation 
and SettlementR 2ules 079% and any relevant rules laid down ,y the respective high courtsf 
4reOinstitution mediation has to ,e completed within three months1 a term that may ,e 
e“tended ,y two months with the consent o’ ,oth partiesf Courts in India have emphasised 
compliance with such mediation1 warning that lawsuits .led without it may ,e dismissedf 
The sole e“ception to the provision is where the lawsuit contemplates urgent relie’f

The guiding principle ’or determining e“emption ’rom preOinstitution mediation was 
provided in a recent Budgment o’ the Supreme Court in Mamini -anohar v TBR BeerthiW
1[9] which directed commercial courts to scrutinise the plaint1 documents and ’acts to 
ascertain whether urgent ad interim relie’ is actually contemplatedf As a matter o’ practice1 
in ,latant cases o’ trademark in’ringement )’or e“ample1 in counter’eiting mattersR courts 
usually dispense with the reFuirement o’ preOinstitution mediation where the lawsuit is .led 
along with applications ’or ad interim inBunction as well as ’or the appointment o’ a court 
commissioner ’or the purpose o’ seiXing in’ringing goods

Causes o’ action

The Indian trademarks regime provides ’or several distinct causes o’ action to protect 
the interests o’ rights owners and to ensure ’air competitionf These causes o’ action 
include in’ringement1 passing o’’1 reverse passing o’’1 un’air competition1 in’ringement o’ 
company names and domain namesf

Section 0( o’ the TM Act details the speci.c instances recognised as an in’ringement o’ 
a registered trademarkf In the event that the impugned mark is identical to the registered 
trademark and used in respect o’ identical goods or services1 the likelihood o’ con’usion is 
presumed1 and in’ringement is declared automaticallyf Section 0()8R covers the misuse o’ 
a trademark that is wellOknown in India and where the misuse o’ the registered mark1 even 
in relation to dissimilar goods or services1 would dilute its distinctiveness and reputationf 
Section 0()5R ela,orates on what constitutes Luse- ’or the purposes o’ in’ringement and 
includes use o’ the impugned mark on packaging1 the import and e“port o’ goods ,earing 
the impugned mark1 and use on ,usiness papers and advertisementsb
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;here the marks and goods or services are not identical1 Llikelihood o’ con’usion- is a key 
element o’ determination ,y the courtsf The class o’ consumers1 as well as the trade circles 
in which the goods or services circulate and the degree o’ similarity in the competing 
marks1 among other ’actors1 are relevant to determine the likelihood o’ con’usionf

4assing  o’’  is  a  common law action  protecting  unregistered  trademarks  against 
misrepresentationf It occurs when one party misrepresents its goods or services as those 
o’ another1 causing damage to the latterbs goodwillf Section 0U)0R o’ the TM Act preserves 
the right to sue ’or passing o’’ despite the lack o’ trademark registrationf The test to 
esta,lish passing o’’1 o’ten called the Lclassical trinity$- reFuires provingz

" the plainti’’bs goods or services have esta,lished goodwillJ

" a misrepresentation ,y the de’endant causing con’usion among the pu,licJ and

" actual or pro,a,le damage caused to the plainti’’bs ,usinessf

Kota,ly1 intention to deceive need not ,e provenJ even innocent misrepresentation leading 
to con’usion suPcesf

Courts in India have also recently recognised the concept o’ reverse passing o’’1 which 
occurs when a party procures products ’rom the rights owner1 removes or conceals the 
rights ownerbs mark1 and then misrepresents to the pu,lic the goods as originating ’rom 
itsel’1 essentially selling the plainti’’bs product under the de’endantbs namef The 6elhi xigh 
Court in Gestern Rigital Technologies Inc v xeonik International Pvt Ltd[10] recognised this 
cause o’ action and granted an ek .arte ad interim inBunction to ;estern 6igital against 
the de’endant1 which was re’ur,ishing and re,randing @;6@ hard disk drives under its 
own marksf 2everse passing o’’ reFuires the plainti’’ to demonstrate to the court that 
the de’endant has ’alsely attri,uted the origin o’ its products1 deceiving customers into 
,elieving that the product originates ’rom the de’endant1 causing inBury to the plainti’’f

In’ringement ,y use o’ a trademark1 whether wholly or in part1 as a trade1 corporate or 
,usiness name is also covered under section 0()qR o’ the TM Actf xowever1 in’ringement 
is declared only in cases where the ,usiness concern is dealing in goods or services in 
respect o’ which the trademark is registeredf

Similarly1 misuse o’ a trademark as part o’ a domain name also provides a cause o’ action 
under Indian trademark lawf Courts in India have recognised that domain names ’unction 
as uniFue identi.ers o’ ,usinesses on the internet and thus ’unction akin to trademarks1 
and any misuse o’ domain names is similar to passing o’’ the ,usiness o’ one as that o’ 
anotherf In addition to civil litigation ,e’ore the courts1 a separate course o’ action against 
@fin@ or @f/harat@ in’ringing domain names is also provided under the fIK 6omain Kame 
6ispute 2esolution 4olicy that can ,e pursued ,e’ore the Kational Internet :“change o’ 
India1 which administers domain name disputesf

Conduct o’ proceedings

A civil action ’or in’ringement or passing o’’ o’ a trademark in India is governed ,y 
a composite procedural matri“ involving the TM Act1 the Code o’ Civil 4rocedure )as 
amended ,y the Commercial Courts Act1 079qR1 and the rules and practice directions 
issued ,y the high courtsf
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A civil action is initiated ,y the .ling o’ a plaint1 which must articulate the plainti’’bs title to 
the mark1 esta,lish the principles o’ trademark in’ringement1 passing o’’ or other cause o’ 
action1 plead relevant ’acts1 esta,lish territorial and pecuniary Burisdiction and speci’y the 
remedies soughtf The plaint is .led along with an interim application seeking ad interim 
inBunction1 and1 depending on the ’acts involved1 may include other interim applications 
such as application seeking e“emption ’rom preOinstitution mediation1 application seeking 
appointment o’ court commissioners1 etcfIn the event that an ek .arte ad interim interim 
inBunction is reFuested1 the court hears it without notice to the de’endant and issues 
appropriate ordersf Therea’ter1 summons are drawn and served on the de’endant1 who is 
then called upon to .le its written statement and reply to the applications .led along with 
the suitf

4reOtrial discovery is permitted in Indian civil litigation and is li,erally allowed in trademark 
matters1 provided that it satis.es the @necessity test@ )ie1 where disclosure is essential 
to a ’air trialRf[11] 6ocumentary discovery1 inspection and the production o’ samples o’ 
in’ringing goods ’reFuently accompany interrogatories1 ena,ling the plainti’’ to Fuanti’y 
loss and esta,lish mala pdesf Another ’acet o’ civil litigation in trademark disputes is the 
.ling o’ aPdavits o’ admission or denial o’ documents ,y ,oth the parties as mandated 
under Grder RI 2ule 8 o’ the Code o’ Civil 4rocedure1 9(7%f It is pertinent to note that the 
denials to documents must ,e speci.c and pertain to the correctness o’ the contents1 
e“istence1 e“ecution1 issuance or receipt and custody o’ a documentf A’ter pleadings 
close1 issues are ’ramed ,y the court to clari’y the maBor points o’ disputef

Therea’ter1  trial  commences  with  e“aminationOinOchie’  ,y  aPdavit  ’ollowed  ,y 
crossOe“amination and reOe“amination in the seFuence mandated ,y section 98V o’ the 
/hartiya Sakshya Adhiniyam1 070Vf Throughout1 the Commercial Courts Act imposes strict 
caseOmanagement timelinesf As a means to ’urther reduce delays in adBudication o’ 
commercial disputes1 Grder RIIIOA o’ the Code o’ Civil 4rocedure1 9(7% allows the court to 
pass a summary Budgment against a party in cases where the party has no real prospect 
o’ succeeding in its claim and there is no compelling reason as to why the claim may not 
,e decided summarily without recording oral evidencef

2emedies

Civil Courts in India are vested with the power to grant several remedies1 including 
inBunctions1 delivery up1 damages and accounts o’ pro.tsf InBunctive relie’s include 
temporary inBunctions1 which are granted during the pending o’ proceedings to prevent 
ongoing damage arising ’rom the purported trademark misusef In cases o’ urgency1 the 
Code o’ Civil 4rocedure1 9(7% allows the granting o’ inBunctions ek .arte )ie1 without notice 
to the de’endantRf Hor the court to grant an interim inBunction1 the applicant must satis’y 
the court with the ’ollowing trinity principlesz

" prima ’acie caseJ

" ,alance o’ convenience in its ’avourJ and

" irrepara,le harm that would result to the applicant1 due to the de’endantbs misuse1 
which cannot ,e compensated monetarilyf

A trademark rights holder would also usually reFuest a perpetual inBunction against the 
o’’ending party )ie1 the de’endantR1 restraining it ’rom in’ringing or passing o’’1 or ,oth1 the 
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trademark permanentlyf xowever1 this remedy will only ,e granted once the lawsuit has 
,een determined .nally on meritsf

Courts in India may also pass Anton Piller  orders1 ordering an ek .arte  search and 
seiXure o’ the in’ringing goods at the o’’ending partybs premises ,y appointment o’ court 
commissionersf xowever1 these orders are granted wherez

" an e“tremely strong prima ’acie case is esta,lished against the o’’ending partyJ

" the serious nature o’ actual or potential damage to the applicant is esta,lishedJ and

" there is a high possi,ility that the evidence will ,e destroyed i’ the o’’ending party 
were to ,ecome aware o’ the orderf

The court commissioners may ,e appointed ,y the court to not only search and seiXe the 
in’ringing goods1 ,ut also inspect and seiXe ,ooks o’ account1 promotional materials1 dyes1 
casting and other eFuipment used to carry out the in’ringementf

John Roe orders1 or Asho( Bumar orders as they are known in India1 have also ,een 
awarded ,y courts in cases where precise identi.cation o’ the o’’ending party is not 
availa,lef This is particularly use’ul in cases where the in’ringement or passing o’’ takes 
place on the internet1 where it may ,e diPcult to ascertain the e“act particulars o’ the 
o’’endersf A nota,le recent case that involved a John Roe order is Yir(enstoc( xmDK v 
Asho( Bumar)s/ w John Roe)s/1[12] wherein the 6elhi xigh Court issued an ek .arte ad interim 
inBunction to protect /irkenstock ’rom trademark misuse ,y unknown third partiesf

2ecently1 courts in India have also granted dynamic inBunctions in trademark matters to 
cur, misuse o’ trademarks on eOcommerce plat’orms that pose issues such as anonymity1 
realOtime in’ringement and wider geographical scope1 leading to a larger volume o’ 
in’ringementsf :ssentially1 these inBunctions ena,le the rights holder to directly noti’y 
intermediaries regarding ’uture in’ringing listings1 which must ,e taken down swi’tlyf The 
rights holder no longer needs to approach the court again ’or such ’uture in’ringements1 
which not only ena,les proactive en’orcement ,ut also decreases the ,urden on courtsf 
2ecently1 the 6elhi xigh Court in the matter o’ Feliance Industries Limited v PaSan Bumar 
xu.ta[13] issued a dynamic inBunction against the misuse o’ 2eliancebs trademarks on 
in’ringing goodsf :Ocommerce plat’orms were directed to remove the in’ringing product 
listings1 as well as any ’uture listings identi.ed ,y 2eliancef The eOcommerce plat’orms 
were also directed to disclose the identities and contact in’ormation o’ the o’’ending 
sellers to 2eliance ’or ’urther actionf

Civil Courts may also award damages in the ’orm o’ compensatory damages1 punitive 
or e“emplary damages1 nominal damages1 and award actual legal costs incurred in the 
proceedingsf Compensatory damages act as reim,ursement ’or Fuanti.a,le losses to 
the rights holder1 including misdirection o’ sales1 loss o’ pro.ts1 erosion o’ goodwill and 
loss o’ reputationf The 6elhi xigh Court in BaDushi(i Baisha ToshiDa v TosiDa A..liancesW
[14] mandated the presentation o’ su,stantive evidence that would Busti’y the Fuantum 
claimed as compensatory damagesf Such evidence would include a reasona,le estimate 
o’ the claimed amount1 ’oundational ’acts o’ the case Busti’ying the amount claimed and 
account statementsf Speculative e“trapolation o’ pro.ts and sales data o’ the in’ringer 
to Busti’y damages was e“pressly disallowed ,y the court in this casef In cases o’ 
in’ringement that is deli,erate coupled with a wil’ul contempt o’ court1 the court may award 
aggravated damages to include ,oth compensatory damages and additional damages1 
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along with inBunction and costsf These damages would include punitive or e“emplary 
damages to deter potential in’ringersf Gn the contrary1 in cases where the in’ringer is 
a,le to demonstrate that the in’ringement was innocent and not calculated to deceive1 
the court may award nominal damages that aP“ legal lia,ility on the in’ringer without 
placing a heavy monetary ,urdenf The award o’ these damages render an eFuita,le 
remedy as nominal damages act as an acknowledgement o’ the rights o’ the plainti’’ while 
recognising the a,sence o’ mala pde on the part o’ the in’ringerf

Other enforcement proceedings

Criminal remedies

Criminal en’orcement under the TM Act provides ’or stringent penalties1 including 
imprisonment and .nesf These o’’ences are cognisa,le1 ena,ling police o’ the rank o’ 
deputy superintendent or eFuivalent1 to arrest without warrant and conduct searches 
and seiXuresf These remedies may ,e pursued in addition to the civil remedies against 
in’ringersf

G’ particular importance to rights holders is section 970 o’ the TM Act1 which de.nes 
the acts o’ ’alsi.cation and ’alsely applying trademarks on goods or services1 including 
unauthorised use and modi.cation o’ the trademark1 and application o’ the mark on any 
packagingf Section 97V o’ the TM Act punishes the ’alsi.cation o’1 or ’alsely applying1 
trademarks on goods or services or ’alsi’ying the trade description on goods or services1 
or even persons possessing1 disposing o’1 or making1 any die1 ,lock or other instrument 
used ’or ’alsi’ying a trademarkf Any person ’ound guilty is lia,le to imprisonment ’or a 
term that may e“tend up to three years and to pay a .ne o’ up to appro“imately –SN01077f 
Criminal complaints may ,e initiated directly with the police or through a magistratef The 
,urden o’ proo’ in criminal cases is higher1 reFuiring evidence ,eyond reasona,le dou,tf

Customs en’orcement

Customs en’orcement serves as a critical ,arrier against the importation o’ counter’eit and 
in’ringing goodsf The regime is primarily governed ,y the Customs Act1 9(501 the TM Act 
and the Intellectual 4roperty 2ights )Imported DoodsR :n’orcement 2ules1 077Uf Customs 
authorities are empowered to suspend the clearance o’ goods suspected o’ in’ringing 
intellectual property rights1 either upon application ,y the rights holder or suo motof The 
process reFuires the trademark proprietor to .le a ’ormal notice with the Commissioner 
o’ Customs1 supported ,y evidence o’ rights and product detailsf Gnce the trademark 
is registered1 the proprietor must e“ecute ,onds and provide security to cover potential 
lia,ilities and costs associated with the detention and destruction o’ in’ringing goodsf The 
,ond may ,e consignmentOspeci.c1 or centralised or running ’or ongoing en’orcementf I’ 
the amount o’ the ,ond is less than the seiXed goods1 a supplementary ,ond covering the 
cost must ,e e“ecuted ,y the rights holderf

Customs oPcials may seiXe the in’ringing goods ,ased on their prima ’acie opinion1 and 
may ultimately destroy the goods under oPcial supervision1 with the rights holder ,earing 
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associated costsf The ’ramework incorporates strict timelines ’or ,oth rights holders and 
importers to ensure procedural ’airness and prevent undue delaysf

2ecti.cation o’ company names

Indian law also provides ’or the recti.cation o’ company names that are identical or 
nearly resem,le registered trademarksf Section 95 o’ the Companies Act1 079V empowers 
the central government )delegated to regional directorsR to direct a company to change 
its name in cases where a registered trademark proprietor applies ’or recti.cation 
o’ an in’ringing company name within three years o’ the companybs incorporation or 
name changef These recti.cation petitions typically include the trademark rights holder 
presenting its case through written su,missions )ie1 a ’ormal application'petition along 
with corro,orating evidenceR1 the de’endant company presenting its case through a reply 
to such application'petition along with corro,orating evidence in de’ence o’ its case1 and 
.nally the regional director holding oral hearings to decide the casef Gnce the regional 
director passes an order ’or recti’ying a company name1 the same must ,e complied with 
within three months o’ receiving such direction1 ’ailing which the regional director may 
unilaterally strike o’’ the in’ringing company namef

Outlook and conclusions

Indiabs  trademark  regime  has  evolved  signi.cantly1  re3ecting  ,oth  international 
commitments and domestic legislative developmentf The transition to digital processes 
introduced ,y the Trade Marks 2ules1 079U has made registration more accessi,le1 
while courts remain proactive in protecting the rights o’ trademark ownersf Continuous 
developments1 including changes driven ,y new ,usiness models and online commerce1 
will likely lead to ’urther re.nement o’ trademark law in the countryf Civil litigation 
remains the pre’erred legal recourse ’or en’orcing trade mark rights in India1 which has 
seen a continuous upward trend over the years1 particularly due to more nuanced court 
proceedings with specialised intellectual property ,enches in certain high courts )such as 
6elhi xigh Court and xigh Court o’ Qudicature at /om,ayR and increasing awareness ’or 
the protection o’ intellectual property rightsf Timely registration1 care’ul monitoring o’ the 
market and prompt en’orcement are crucial to secure and de’end valua,le ,rand assets in 
the Burisdictionf Although the statutory ’ramework and Budicial approach are already well 
developed1 ongoing legal re’orms and attentiveness to glo,al changes are e“pected to 
shape the traBectory o’ trade mark law and practice in Indiaf
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